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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Diageo North America, Inc.
Granted to Date 11/27/2013
of previous
extension
Address 801 Main Avenue
Norwalk, CT 06851
UNITED STATES
Attorney Evan Gourvitz
information Diageo North America, Inc.

801 Main Avenue

Norwalk, CT 06851

UNITED STATES

trademarks@diageo.com, gina.vendittelli@diageo.com,
evan.gourvitz@diageo.com, nicole.damato@diageo.com Phone:203-229-2100

Applicant Information

Application No 85864725 Publication date 07/30/2013
Opposition Filing 11/26/2013 Opposition 11/27/2013
Date Period Ends

Applicant

Pierre-Louis, David
5241 University Way NE
Seattle, WA 98105

USX

Goods/Services Affected by Opposition

Class 033. First Use: 0 First Use In Commerce: 0

All goods and services in the class are opposed, namely: Alcoholic beverages except beers;
Alcoholic bitters; Alcoholic cocktail mixes; Alcoholic cordials; Distilled Spirits; Spirits; Spirits and
liqueurs; Vodka; Wine

Grounds for Opposition

Priority and likelihood of confusion

Trademark Act section 2(d)

Dilution

Trademark Act section 43(c)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration | 803535 Application Date 03/09/1965

No.

Registration Date | 02/08/1966 Foreign Priority NONE
Date



http://estta.uspto.gov

Word Mark

GEORGE DICKEL

Design Mark

Description of
Mark

NONE

Goods/Services

Class 033. First use: First Use: 1964/10/16 First Use In Commerce: 1964/10/16
WHISKEY

U.S. Registration | 3078904 Application Date 10/28/2004

No.

Registration Date | 04/11/2006 Foreign Priority NONE
Date

Word Mark DICKEL

Design Mark

DICKEL

Description of
Mark

NONE

Goods/Services Class 033. First use: First Use: 1964/10/16 First Use In Commerce: 1964/10/16
Alcoholic beverages, namely, distilled spirits
Attachments 78507408#TMSN.jpeg( bytes )
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The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address

Certificate of Service

record by First Class Mail on this date.

Signature

/Evan Gourvitz/

Name

Evan Gourvitz

Date

11/26/2013




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Application Serial No. 85/864,725
Published in the Official Gazette on July 30, 2013
Mark: DICUL
International Class: 33

DIAGEO NORTH AMERICA, INC.,
Opposer,
Opposition No.
-against-
NOTICE OF OPPOSITION
DAVID PIERRE-LOUIS,
Applicant.

Opposer Diageo North America, Inc. (“Opposer”) believes that it will be damaged
by the registration of the mark DICUL (“Applicant’s Mark™) for “Alcoholic beverages except
beers; Alcoholic bitters; Alcoholic cocktail mixes; Alcoholic cordials; Distilled Spirits; Spirits;
Spirits and liqueurs; Vodka; Wine” in International Class 33, as shown in the above-noted intent-
to-use application, Serial No. 85/864,725, and hereby opposes the same pursuant to Section 13(a)
of the Trademark Act of 1946, as amended (the “Lanham Act”), 15 U.S.C. § 1063(a).
As grounds for the opposition, Opposer alleges that:
1. Opposer Diageo North America, Inc. is a Connecticut corporation with its
principal place of business located at 801 Main Avenue, Norwalk, CT 06851.
2. Opposer and its predecessors-in-interest have owned and used various
marks consisting of or including GEORGE DICKEL and DICKEL (collectively, “Opposer’s
Marks”) in commerce in the United States in connection with alcoholic beverages since at least
as early as 1964 — long before the March 1, 2013 filing date of the intent-to-use application

herein opposed, or any other date upon which Applicant can rely in this proceeding.



3. During its continuous use of Opposer’s Marks, Opposer and its authorized
wholesalers, distributors, and retail accounts have expended considerable time, effort and money
in advertising and publicizing the sale of alcoholic beverages bearing those marks in the United
States.

4. During its continuous use of Opposer’s Marks, Opposer has directly and
indirectly sold, and offered for sale, alcoholic beverages bearing those marks throughout the
United States.

5. Opposer’s Marks are strong and famous and have been so from a date prior to
Applicant’s application date or any other date upon which Applicant can rely in this proceeding.

6. In addition to Opposer’s strong common law rights in Opposer’s Marks,
Opposer owns various registrations for those marks, including incontestable U.S. Reg. No.
803,535 for GEORGE DICKEL for “whiskey” in International Class 33, registered February 8,
1966 based on use and use in commerce since October 16, 1964 and incontestable U.S. Reg. No.
3,078,904 for DICKEL for “alcoholic beverages, namely, distilled spirits” in International Class
33, registered April 11, 2006 based on use and use in commerce since October 16, 1964. Copies
of the certificates and electronic status records for these registrations, which are valid, subsisting,
and in full force and effect, arc attached hereto as Exhibit A.

7. Upon information and belief, Applicant David Pierre-Louis (“Applicant™) is
an individual with an address of 5241 University Way NE, Seattle, WA 98105.

8. By the application herein opposed, Serial No. 85/864,725, Applicant seeks to
register DICUL for “Alcoholic beverages except beers; Alcoholic bitters; Alcoholic cocktail
mixes; Alcoholic cordials; Distilled Spirits; Spirits; Spirits and liqueurs; Vodka; Wine” in

International Class 33.



9. Applicant filed its intent-to-use application for Applicant’s Mark on March 1,
2013, long after Opposer commenced use of Opposer’s Marks and registered those marks, and
long after Opposer’s Marks became famous.

10. Applicant’s Mark is confusingly similar to Opposer’s Marks.

11. The goods for which Applicant seeks registration are closely related or
identical to those in connection with which Opposer uses Opposer’s Marks.

12. Upon information and belief, the products sold in connection with
Opposer’s Marks and the products set forth in Applicant’s Application Serial No. 85/864,725 are
intended to be directed to similar or identical classes of purchasers and to be distributed through
similar or identical channels of trade in the United States.

13. Opposer will be damaged by the registration sought by Applicant because
such registration will support and assist Applicant in the confusing and misleading use of the
mark sought to be registered, and will give color of exclusive statutory rights to Applicant in
violation and derogation of the prior and superior rights of Opposer.

14. Opposer also will be damaged by the registration sought by Applicant because
such registration will dilute the distinctive qualities of the famous Opposer’s Marks.

15. Registration should be refused pursuant to Section 2(d) of the Lanham
Act, 15 U.S.C. § 1052(d), on the grounds that Applicant’s Mark so closely resembles Opposer’s
Marks as to be likely, when used on or in connection with the goods identified in the
Application, to cause confusion, or to cause mistake, or to deceive, with the consequent injury to
Opposer and to the public.

16. Registration should be refused pursuant to Section 43(c) of the Lanham
Act, 15 U.S.C. § 1125(¢c), on the grounds that Applicant’s Mark will cause dilution of the

distinctive qualities of Opposer’s Marks.



WHEREFORE, Opposer believes it will be damaged by the registration of
Applicant’s DICUL mark for the goods identified in Application Serial Number 85/864,725 and
respectfully requests that the opposition be sustained and registration of said mark be denied.

Pursuant to 37 C.F.R. §2.6(a)(17), Opposer respectfully requests that the $300.00
statutory filing fee for filing a Notice of Opposition in one international class, and any additional
amount, be charged to Deposit Account No. 083120.

All communication should be addressed to Opposer’s counsel at the below stated

address.

Dated: Norwalk, Connecticut Respectfully submitted,

November 26, 2013
Z;‘—Q_/J |

Evan Gourvitz

Diageo North America, Inc.

801 Main Avenue

Norwalk, Connecticut 06851

Counsel for Opposer Diageo North America, Inc.




EXHIBIT A






























